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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 4, and 7-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chatterjee et al. (US 5985984) in view of Noguchi et al. (US 20020065335). 
Chatterjee et al. discloses the following claim limitations: 

As per claims 1 and 4: a light curable aqueous resin composition (column 1, lines 
12-21 and column 2, lines 20-25) comprising a polymerizable compound, and an 
aqueous photopolymerization initiator which generates free radicals by active ray 
(column 7, lines 4-35) and a non-ionic surfactant (column 7, line 65-column 8, lines 23). 

As per claims 1 1 and 12: the amount of an organic solvent being 0 to 5% 
(column 7, lines 48-55 - Chattergee et al. disclose that there may or may not be organic 
solvents within the ink; in example four, there amounts of an organic solvent smaller 
than 5%). 

As per claims 1 3 and 14: the amount of an organic solvent being 0 to 3% 
(column 7, lines 48-55 - Chattergee et al. disclose that there may or may not be organic 
solvents within the ink; in example four, there amounts of an organic solvent smaller 
than 3%). 
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Chaterjee et al. does not disclose the following claim limitations: 

As per claims 1 and 4: a polymerizable compound which polymerizes with radical 
polymerization by water and active ray. 

As per claims 7 and 9: jetting onto an unabsorbant recording material. 

As per claims 8 and 10: jetting onto an absorbent recording material. 
Noguchi et al. discloses the following claim limitations: 

As per claims 1 and 4: a polymerizable compound which polymerizes with radical 
polymerization by water and active ray [0002] and [0027]. 

As per claims 7 and 9: jetting onto an unabsorbant recording material [0012]. 

As per claims 8 and 10: jetting onto an absorbent recording material [0054]. 

As per claims 1 1 and 12: the amount of an organic solvent being 0 to 5% [0123]. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the ink taught by Chaterjee et al. with the disclosure of Noguchi et 
al. in order to print with an ink jet printer high quality color images. 

Claims 2, 3, 5, 6, 15, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chatterjee et al. (US 5985984) and Noguchi et al. (US 20020065335) 
and further in view of Owatari et al. (US 6095645). 

Chatterjee et al. and Noguchi et al. do not disclose the following claim limitations: 

As per claims 2 and 5: a non-ionic surfactant is fluorine system surfactant 
comprising a perfluoroalkyl group in a molecule. 

As per claims 3 and 6: the content of the non-ionic surfactant is 10 to 10000 ppm. 
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Owatari et al. discloses the following claim limitations: 

As per claims 2 and 5: a non-ionic surfactant is fluorine system surfactant 
comprising a perfluoroalkyl group in a molecule (column 3, lines 64). 

As per claims 3 and 6: the content of the non-ionic surfactant is 10 to 10000 ppm 
(column 4, line 7). 

As per claims 15 and 1(5: the content of the non-ionic surfactant is 20 to 1000 
ppm (column 4, line 7). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the ink taught by Chaterjee et al. as modified with the disclosure of 
Owatari et al. in order to provide a stable ink composition. 

Response to Arguments 

Applicant's arguments filed 2/8/07 have been fully considered but they are not 
persuasive. Applicant argues that "Chatterjee and Noguchi do not teach or suggest the 
criticality of using a non-ionic surfactant"; however, the examiner would like to point out 
that Chatterjee discloses the use of a non-ionic surfactant in column 8, lines 15-19. 
Applicant argues that because Chatterjee discloses other types of surfactants, the non- 
ionic surfactant disclosed by Chatterjee is not preferred; however, the examiner would 
like to note that Chatterjee has clearly stated that a non-ionic surfactant can be used, 
and thus, Chatterjee teaches the applicant's claimed invention. 

Applicant also argues that "a proper combination of Chatterjee and Noguchi 
would result in an anionic surfactant"; however, because Chatterjee discloses any of the 
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three types of surfactants (anionic, non-ionic, and cationic), any of the three types of 
surfactants (including non-ionic) can be used in the modification. 

Applicant also argues that the declaration demonstrating the criticality of 
employing a non-ionic surfactant dated 8/24/06 overcomes the present rejection; 
however, a separate comparision study with the particular reference is needed to 
overcome the current rejection. Chatterjee teaches a non-ionic surfactant, thus it 
discloses the claim. 

Applicant also argues that Chatterjee does not teach a light-curable type 
aqueous resin composition; however, Chatterjee discloses a UV curable ink (column 1, 
lines 6-8), as well as the ink having a guanamine resin (column 1 , lines 1 1-31). 
Chatterjee discloses an aqueous resin in column 7, lines 35-40 and lines 48-55. The 
ink contains a resin, a pigment, and a liquid diluent, which can be water. Thus, the resin 
is in an aqueous solution. 

Chatterjee is modified with Noguchi to disclose a polymerizable compound that 
polymerizes with radical polymerization by water and active ray. Both Chatterjee (as 
explained above) and Noguchi have aqueous solutions, as well as teach surfactants, 
thus it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the ink taught by Chatterjee with the disclosure of 
Noguchi in order to form high quality images. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. . 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laura E. Martin whose telephone number is (571) 272- 
2160. The examiner can normally be reached on Monday - Friday, 7:00 - 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen D. Meier can be reached on (571) 272-2149. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Laura E. Martin 




■JESTS*-" 



